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Office Action Summary 



Application No. 

09/229,173 



Applicant(s) 

CHATTERJEE, DEB K. 



Art Unit 

1652 



Examiner 

Richard G Hutson ^ 

TsHORTENED STATUTORY PER.OD FOR REPLY » SET TO EXP,RE S MONTH(S) PROM 
THE MAILING DATE OF THIS COMMUNICATION^^ ^ however may a rep|y to timely flled 

earned patent term adjustment. See 37 CFR 1 704(b). 

Status 



1)B 

2a)B 
3)D 



Responsive to communication(s) filed on 21 May 2001 . . 

*■ iociwAi 2b)D This action is non-final. 



DisDosition of Claims 

4® Claim(s) IJdOjmi/ » ^ is/are pend ' n9 ^ 

4a) Of the above claim(s) is/are withdrawn from cons.derat,on. 

5)D Claim(s) is/are allowed. 

m C'aim(s) ntPf — 7 <o™™™*n634-44 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D C | aim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

ri , • / * fiipri nn is/are- a)D accepted or b)Q objected to by the Exam.ner. 

10)D The drawing(s) filed on is/are. aji_j ^ v < 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1W 
Applicant may q approved b)D disapproved by the Exam.ner. 

1 1>n The proposed drawing correction filed on is. a)U appro 

,f approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a) (d) (f). 

a)0 All b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

14) D Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. § 19(e) (to a p 

Attachments) _ Summary {PJ0 ^ 3) Pa per No(s) 

1) □ Notice of References Cited (PTO-892) - - - 

2 □ Notice of Draftsperson's Patent Drawing Rev.ew (PTO-948 

3 H information Disclosure Statements) (PTO-1449) Paper No(s) 6J0J1 . 



5) □ Notice of Informal Patent Application (PTO-1 52) 

6) D Other: 



j S Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 15 



Application/Control Number: 09/229, 1 73 Page 2 

Art Unit: 1652 

DETAILED ACTION 

Applicants request for reconsideration of the rejection of the previous office 
action is acknowledged and the response to applicants traversal is presented below. 

Claim Rejections - 35 USC § 112 
The text of those sections of Title 35, U.S. Code not included in this action can 

be found in a prior Office action. 

Claims 1, 3-10, 13, 16, 17, 19, 26, 28, 29 and 34-44 remain rejected under 35 
U.S.C. 112, first paragraph, as containing subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

The rejection is stated in the previous office action. 

Applicants disagree with this rejection and submit that one of skill in the art could 
reasonably conclude that applicants had possession of the Tma DNA polymerase 
mutants encompassed by the rejected claims in the present application as filed. 
Applicants submit that the Examiner has underestimated both the teaching of the 
present application and the level of skill in the art and the examiner has done nothing 
more than argue lack of literal support in the application, failing to present evidence or 
reasons why one skilled in the art would not reasonably conclude that applicants were 
in possession of the subject matter of the rejected claims. Applicants submit that the 
standard for fulfilling the written description requirement is whether the specification 
provides sufficient disclosure for one skilled in the art to readily envision a 
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representative number of members of the claimed genus. Applicants further submit 
that at the time the invention was made, the sequence of many DNA polymerases had 
been compiled and aligned, showing that the DNA polymerases could be divided into 
several distinct families based on sequence homology. These distinct families of 
polymerases share many conserved sites throughout the protein and domains 
responsible for the various activities of the polymerases have been identified. Further 
still it has been shown that a number of mutations in the different polymerases within a 
family appear to be conserved throughout the family such that they result in the same 
functional modification of many of the polymerases of that family. Based on this 
information avialble at the time of filing, applicants assert that one skilled in the art 
could readily envision a representative number of members of the claimed genus. 
Applicant is reminded that the rejected claims are not rejected based on a lack of 
enablement, but rather a lack of adequate writen description. 
The claimed-genus includes all possible -Thermotoga maritima ( T"ma)-DNA polymerase 
mutants which are modified at least two ways selected from the group consisting of (a) 
to reduce or eliminate the 3' 5' exonuclease activity of the polymerase; (b) to reduce or 
eliminate the 5' 3' exonuclease activity of the polymerase; and (c) to reduce or eliminate 
discriminatory behavior against a dideoxynucleotides and methods of using and kits 
comprising said DNA polymerase mutants and genes encoding said DNA polymerase 
mutants. As stated in the previous office aciton, there is no disclosure of any particular 
structure to function/activity relationship in the claimed genus. While the specification 
provides the species, Asp 323 -^-Ala 323 , (having reduced 3' ->5' exonuclease activity), 
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Phe » _ v» (ha ving reduced discriminatory behavior against a dideoxynucleotides) 
and Asp' ^A,a», Asp"' -WM.'» or the deietion of 21 9 amino terminal amino acids of 
Tne DNA Polymerase (having reduced S 3' exonuclease activity) encompassed by 
th ese Cairns, the specification clearly does not disclose a representative number of 

as well as additional chemical mediations o, any Tma DNA polymerases. Even 
considering fhe substantia, Knowledge o, the skilled artisan, as detailed by applicants, 
one could only envision a small number of addKiona, species wKhin the scope of the 
claimed genus. However, in view of the enormous breadth o, the claimed genus, even 
th ese could in no way be considered to be representative o, the entire genus. There - 
„„ disclosure of any particular structure to function/activtty relationship in the claimed 
g enus The claimed genus of mutant T m a DNA polymerases has no structural 

nation, only a functional limitation, thus the infinite number o, species encompassed 
~ by this genus has no, been adequately described by the few species disclosed ,n the - 

specification. 

Conclusion 

TH.S ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a firs, reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is no, 
m ai,ed un,il after the end of the THREE-MONTH shortened statutory oenod, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard G Hutson whose telephone number is (703) 
308-0066. The examiner can normally be reached on 7:30 am to 4:00 pm, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ponnathapy Achutamurthy can be reached on (703) 308-3804. The fax 
phone numbers for the organization where this application or proceeding is assigned 
are (703) 305-3014 for regular communications and (703) 305-3014 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
~ proceeding should be directed to the receptionist whose telephone number is(703) 308- 

0196. A^^^f 

REBHCC4£?e9UTY U 

Richard Hutson Ph.D. 
July 27, 2001 



